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DETAILED ACTION 

Claim Rejections - 35 USC § 102/103 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 16 and 17 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over U.S. 5,124,391 (Muehlbach et al). 

Muehlbach et al disclose resin composition comprising 

A) polyamide, 

B) polyphenylene ether, 

C) a fibrous or particulate filler or mixture thereof, 

D) zinc sulfide pigment 

E) impact-modifying rubber and 

F) flameproofing agent. 

In claim 4, the use of a mixture of carbon fibers and wollastonite, corresponding 
respectively to applicants' (D) and (E) components, as the reference's component C) are 
immediately envisaged to one having ordinary skill in the art given the small genus disclosed 
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(column 6, lines 7-10). Regarding, applicants' component (C), the use of such as the reference's 
component E) is immediately envisaged to one having ordinary skill in the art given its' 
preferred use in the examples. 

The disclosure of the reference meets the requirements of the present claims in terms of 
the types of materials added. The onus is shifted to applicants to establish that the product of the 
present claims is not the same as or obvious from that set forth by the reference. 

Regarding product-by-process claim 17, while the claim may recite process limitations, it 
is the patentability of the product which must be established. 

Claim Rejections - 35 USC §103 
4. Claims 16-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
5,124,391 (Muehlbach et al) described hereinabove further in view of U.S. 5,965,655 (Mordecai 
et al). 

Assuming arguendo, that the disclosure of the reference does not anticipate the presently 
claimed subject matter, it is maintained that it would have been obvious to one having ordinary 
skill in the art to have formulated a composition as presently claimed as per such being within 
the purview of the general disclosure of the reference. 

Regarding claims 18 and 19, it would be obvious to one having ordinary skill in the art to 
have employed wollastonite filler having any conventional diameter and aspect ratio (inclusive 
of that presently claimed) with the reasonable expectation of success. In this regard, attention is 
directed to Mordecai et al teachings regarding the expected advantages, e.g., improved surface 
characteristics, other improved properties, of employing wollastonite having dimensions as 
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presently claimed. Accordingly, absent evidence of unusual or unexpected results, no 
patentability can be seen in the presently claimed subject matter. 

5. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
7,220,795 (Miyoshi et al) further in view of U.S. 5,965,655 (Mordecai et al). 

Miyoshi et al disclose conductive resin compositions comprising a polyamide, a 
polyphenylene ether, an impact modifier and a carbon type filler, the filler residing in a phase of 
the polyphenylene ether. From the figures, it is evident that the polyphenylene ether phase 
resides in a continuous phase of the polyamide. The polyamide in the invention may be a 
mixture of at least two polyamides having different molecular weights and different 
concentrations of terminal (amino) groups (column 4, lines 20-63). Exemplary polyamides 
include nylon 6 and nylon 66. The preferred amino group concentration is at least 10 
milliequivalents/kg. As to the polyphenylene ether, a blend of at least two sorts of 
polyphenylene ethers having different molecular weights, as per instant claims 7 and 8, is 
disclosed but not exemplified (column 5, lines 53-62). The block copolymer comprises an 
aromatic vinyl compound and a conjugated diene compound, in a weight ratio of 10/90 and 
90/10 and preferably has a number molecular weight from 10,000 to 500,000 (column 8, line 65 
-column 9). Further, a blend of at least two sorts of block copolymers having different weight 
ratios of aromatic vinyl compound to conjugated diene compound, as per instant claim 10, may 
be employed. The carbon type filler of the reference meets the requirements of applicants' claim 
10 (column 11, lines 1-66, etc.). Conventional adjuvants, inclusive of wollastonite, may be 
further incorporated into the reference composition (column 16, line 43). 
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The reference differs in essence from present claim 1 in disclosing but not expressly 
exemplifying a composition containing at least two different polyamide components. It is 
maintained that it would have been obvious to one having ordinary skill in the art to have 
employed a mixture of at least two polyamides for their expected additive effect, particularly 
since patentees clearly disclose said embodiment. The additional embodiments dependent from 
claim 1 are similarly deemed to be obvious variants of the reference disclosure to one having 
ordinary skill in the art. Accordingly, absent evidence of unusual or unexpected results, no 
patentability can be seen in the presently claimed subject matter. 

The reference differs in essence from present claim 16 in disclosing but not 
expressly exemplifying a composition containing wollastonite. It would have been obvious to 
one having ordinary skill in the art to have employed wollastonite filler having any conventional 
diameter and aspect ratio (inclusive of that presently claimed) with the reasonable expectation of 
success. In this regard, attention is directed to Miyoshi et al's disclosure of adding wollastonite 
and to Mordecai et al teachings regarding the expected advantages, e.g., improved surface 
characteristics, other improved properties, of employing wollastonite having dimensions as 
presently claimed. Accordingly, absent evidence of unusual or unexpected results, no 
patentability can be seen in the presently claimed subject matter. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ana L. Woodward whose telephone number is (571) 272-1082. 
The examiner can normally be reached on Monday-Friday (8:30-5:00). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on (571) 272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ana L. Woodward/ 
Primary Examiner 
Art Unit 1796 



